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Remarks 

ta. *. Bxennner need to daims 1-9 „ pending, when Cain, 2 waa cancelled in 4. 
June 11.2003 amendment Favo^l.^d^o„ farespectfMyrajliestedin f 
the remarks submitted herein. 

The Examiner objected to the abstract as containing language such as 
"comprising" and "An insulating composition... is disclosed," Applicant respectfully 
traverses this rejection. 

Claims 1-2, 5, and 7-9 are rejected under 35 U.S.C. § 103 as being unpatentable 
over Gross et al. (WO 97/50093). Applicant respectfully traverses this rejection. 

Claims 3-4 and (5 are rejected under 35 U.S.C. § 1 03(a) as being unpatentable 
over Gross et al. (WO 97/50093) in view of Manensson et al. (WO 99/35652). Applicant 
respectfully traverses this rejection. 

Objections to the abstract 

The Examiner objected to the abstract as containing language such as 
"comprising" and "An insulating composition... is disclosed." 

The abstract has been amended to remove such words and phrases. Applicant 
respectfully submits that the amendments do not add new matter. Applicant respectfully 
requests that this objection be withdrawn in light of the amendments made above. 

Rejection s under 35 U.S.C. § tt)3 

Claims 1-2, 5, and 7-9 are rejected under 35 U.S.C. § 103 as being unpatentable 
over Gross et al. (WO 97/50093). Applicant respectfully asserts that the Examiner has 
faded to establish iprUna facie case of obviousness. In order to establish prima facie 
obviousness, three basic criteria must be met, namely: (1) there must be some suggestion 
or motivation to combine the references or modify the reference teaching; (2) there must 
be areasonable expectation of success; and (3) the reference or references when 
combined must teach or suggest each claim limitation. Applicant submits that the Office 
Action failed to state iprima facie case of obviousness, and therefore the burden has not 
properly shifted to Applicant to present evidence of nonobviousness. 
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Applicant asserts that the Examiner has not Aprimafacie ^ q{ 

obvtousness because Gross does not teach or suggest each claim limitation 

The multimodal ethylene copolymer of the invention has a MWD (molecular 
weight distribution) of 3.5-8. A MWD of from 3.5-8 is considered a nan™ MWD 
especially for a multimodal polymer. Gross discloses, on page 2, lines 28-30, that "the 
polyethylenesofinterest here are copolymer of ethylene and one or more alpha-olefins 
which have a broad molecolar weight distribution../' (emphasis added). Therefore ' 
Gross does not disclose a multimodal ethylene copolymer having a MWD of 3 5 8 
Gross also does not suggest such a value for a MWD, and in effect teaches away from 
such a range because a range of 3.5-8 is narrow and Gross teaches a broad range. Gross 
also does not offer any teaching or suggestion that a specific MWD of from 3.5-8 would 
be of any benefit. Therefore, Gross does not teach or suggest a multimodal ethylene 
copolymer having a MWD of 3.5-8, and therefore the Examiner has not established a 
prima facie case of obviousness. 

The multimodal ethylene copolymer of the invention also has a melting 
temperature of at most 125* Q Gross does not specifically indicate the melting 
temperature of the ethy!ene copolymer but does state on page 8, lines 4-5 that the 
"extruder is run at 60 revolutions per minute (rmn) at a 155* C melt temperature * 
(emphasis added). Therefore, presumably the ethylene copolymers of Gross have 
melting temperatures of at least 155" C. 

The higher melting temperature of the multimodal ethylene polymer of Gross is 
also indicated by the higher TREF value of the polymers of Gross. A broad comonomer 
dtstnbution (indicated by Gross as a characteristic of the ethylene copolymers utilized 
the™, page 2,,^^ 

of the polymer is high. This is because a high TREF value means that a larger part of the 
polymer is crystalline and this fraction will require a higher temperature to be completely 
melted when compared to a polymer with a more homogeneous comonomer distribution 
(i.e., fewer crystalline fractions) at the same molar comonomer content. A polymer with 
a broad comonomer distribution, (as those of Gross have - page 2, lines 28-30), will 
merefore have a higher melting tempers when compared to a polymer with a more 
homogeneous distribution, such as those of Applicant's invention 
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Based on me above comments, Gross does no, .each or mggKt a 
ethylene copolymer that has a mehtag .empe^ of a. most ,25- C, and therefore, the 
Exanuoer has no, established .prima facie case of obviousness. 

lie multimodal ethylene polymer of me invention also has a high molecular 
wetgh, ethylene copolymer faction that has a density of 0.870-0.940 g/cm> and aMFRj 
ofO.O.Og/.Omta. Grossdoesnotdiacloseorsuggeatsuchaflacoon. The only instate 
m which Gross specifies details of me copolymer factions of me multimodal polymer is 
^Copolymer* However, Copolymers is a mechanic blend of two copolymer and 
not an in sih, blend obtained by sequential polymerization according W Applicants 
mention. I„ addition, 4. high molecular weigh, component of Copolymer B has a flow 
ntdetc of 4.5 g/,0 min. This flowindex is determined a. a load of 21.6 kg (page 8, Hues 
31-33). Aloadof2 1 .6kg i5 10 times higher man for the MF^ofme high molecular 
weight component of Applied invention. The Howindex of 4.5 g/,0 min for the high 
molecular weigh, component of Oro,s is therefore no, directly comparable to me MFR> 
range of 0.01- 3 g/10 min for the high molecular weigh, component of Applicant's 
invention. 

Gross does not teach or suggest a multimodal ethyl ene polymer that has a high 
molecular weight ethylene copolymer fraction with a density of 0.870-0.940 gW and a 
MFR 2 of 0.01-3 g/10 min. and therefore, the Examiner has not established .prima facie 
case of obviousness. 

The Examiner has also failed tc estabUsh a^/. cfe case of obvlousne$s 
because there is no suggestion or motivation to modify the teaching of Gross to obtain 
Applicant's invention. Particularly, there would be no motivation for one of skill in the 
art to change the TREF value of Gross so that the fraction of copolymer eluted at a 
temperature higher than 90-C does not exceed 5% by weight (AppUcant notes that the 
Exammer stated "is greater than 5% by weight - Applicant assumes that this was a 
typographical error) because the purpose of Gross is different. 

The object of the composition of Gross is to provide an insulated cable that 

hnes27-28). Thus, in order to obtain a low WTGR value, Gross utilizes compositions ' 
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«* htgb TOP vabue, Gross states ft, „. xrep vaIue of ^ . s 
■to S* preferably greaKrthan about 10% (seepage 3, lines 17-21). Lowering the 
TOBF value in Gross would result in a composition win, , reduced resistance to water 
trees, U. would reduce the wTGR. Therefore, modify Gross to obtain Applicant's 
■nvennon would render me invention of Gross unusab.e for its purpose. According to 
MPEPnMS.OVBJfpreposedraodilicationwo.ddrender.he prior ar, invention being 
modified unsatisractory for its intended purpose, «ben there is no suggestion or 
monvation to nrake the proposed modification." Therefore .here is no motivation to 
modify Gross. 

Even if the modification would not render the prior art invention unusable for its 
purpose, the stated purpose and the relationship to the characteristics of the polymer 
composite certainly teach away from Applicant's invention. Either way, there is no 
suggesnon or motivation to modify Gross to obtain Apphcant's invention 

Because the Examiner has failed to establish .prima facie case of obviousness, at 
least because 1) the reference does not disclose or suggest all of the limitations- and 2) 
there „ no motivation or suggestion to modify the teaching of tie reference, Applicant 
respectfiilly requests that this rejection be withdrawn. 

Claims 3-4 and 6 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Gross et al. (WO 97/50093) in view of Martensson et al. (U.S. Pat No. 6 369 129) 
Appbcant reiterates the discussion regarding Gross above and farther states that ' 
Martensson et al. (U.S. Pat No. 6.369.129) is not prior art against the pending 
application. 

Under 35 U.S.C. § 103(c), subject matter developed by another person, which 
qualifies as prior art onlyunder one ormoreof§ 102 (e), (f), and (g) of section 102 
shall not preclude patentabiltiy under this section where the subject matter and the 
clauned invention were, at the time the invention was made, owned by the same person. 
Applicant respectfully asserts that Martensson et aL was dev e , 0 p ed by another 
person, and was owned by Borealis Technology Oy, the same entity that owns the 
claimed invention, at the time the claimed invention was developed, m support of 
^A^hcantspmvidehe^^ 
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al. cannot be used as prior art against this application. 

As discussed above, Gross does not render the claimed invention obvious by 
itself Based on the comments made above, Applicant respectfully asserts that the claims 
are not obvious over Gross et al., and cannot be rejected over Gross et al. in view of 
Martensson, and therefore requests that this rejection be withdrawn. 

CONCLUsmisr 

In view of the remarks presented herein, it is respectfully submitted that the 
claims are in condition for allowance and notification to that effect is earnestly solicited. 

Respectfully submitted, 

MERCHANT & GOULD P C 
P.O. Box 2903 

Minneapolis, Minnesota 55402-0903 
(<512)332~5300 
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